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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on April 6, 2009 has been entered. 

Claims 1,4-17, and 20-23 are currently pending. In the response, Applicant amended 
claim 1. Claim 23 remains withdrawn as being drawn to a non-elected invention. 

Applicant's amendments to the claims have overcome all of the previously made 
rejections, and therefore, they have been withdrawn. The following are new grounds of 
rejection. 

Information Disclosure Statement 

2. Applicant's submission of an Information Disclosure Statement on April 6, 2009 is 
acknowledged. A signed copy is enclosed. It is noted that the citations of three cited non-patent 
literature references contained in the IDS have been corrected to include the pages of the 
references as required by 37 CFR 1.98(b)(5). 
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Claim Objections 

3. Claims 15 and 16 are objected to under 37 CFR 1.75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is required to 
cancel the claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or 
rewrite the claim(s) in independent form. 

Claim 15 depends from claim 14, which depends from the method of claim 1. Claim 15 
recites that the polymerase chain reaction of claim 14 comprises binding at least one primer to 
the surface. Claim 16 depends from claim 15 and recites that the method of claim 15 comprises 
applying a primer in solution during the amplification step. Since the method of claim 1 
excludes any diffusive component in the monolayer, claims 15 and 16, which utilize diffusive 
components {i.e. solution-phase primers), are not further limiting. 

Claim 17 is objected to because of the following informalities: This claim appears to be 
missing words such as "the use of after the word "comprises". Appropriate correction is 
required. 

Claim Rejections - 35 USC§112, 2 nd paragraph 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1, 4-17, and 20-22 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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Claims 1, 4-17, and 20-22 are rejected under 35 U.S.C. 1 12, second paragraph, because 
the relationship between the "flat surface" recited in line 10 of independent claim 1 and "the 
surface" recited in the remainder of the claim is unclear. In particular, it is unclear from the 
claim language whether the claimed method utilizes a single, flat surface, or if a plurality of 
different surfaces are utilized. Since the scope of the claimed methods is unclear, claims 1,4-17, 
and 20-22 are indefinite. 

Claim 17 is further indefinite, because it is not clear from the claim language as to how 
one can produce a monolayer of protein on the surface that is homogeneous from seed molecules 
that must be either double-stranded DNA or single-stranded mRNA. It is not clear how 
conducting an in vitro translation reaction from such seed molecules would produce the 
homogeneous monolayer required by the claims, and therefore, claim 17 appears to be missing 
an essential method step(s). 

Claim Rejections - 35 USC § 112, 1 st paragraph (New Matter) 
5. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1, 4-17, and 20-22 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. This is a new matter rejection. 
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Section 2163.03 of the MPEP states, "An amendment to the claims or the addition of a 
new claim must be supported by the description of the invention in the application as filed. In re 
Wright, 866 F.2d 422, 9 USPQ2d 1649 (Fed. Cir. 1989)." 

Section 2163.05 of the MPEP states, "If new matter is added to the claims, the examiner 
should reject the claims under 35 U.S.C. 112, first paragraph - written description requirement. 
In reRasmussen, 650 F.2d 1212, 211 USPQ 323 (CCPA 1981)." 

Claims 1,4-17, and 20-22 are drawn to a method for using amplification to form a 
monolayer of molecules on a surface. The method comprises transferring a fraction of seed 
molecules from a stamp to a surface and amplifying the seed molecules to form the monolayer. 
Independent claim 1 has been amended to recite that "the monolayer of molecules on the surface 
has no diffusive component that can relocate and destroy amplification accuracy". This 
recitation prohibits the presence in the monolayer of any component (e.g. a nucleic acid or 
protein molecule, ions, buffers, detergents, etc) that is capable of diffusing away from the 
monolayer and destroying amplification accuracy. 

Applicant states that this limitation finds support in Figure 1, page 14, and page 17 (see 
page 5 of the response). 

The original disclosure has been carefully reviewed, but the above limitation does not 
appear to find adequate support therein. The portions of the disclosure cited by Applicant appear 
to indicate that the preferred monolayer is comprised only of single-stranded nucleic acids, 
which cannot diffuse away from their location and compromise amplification accuracy. 
However, the specification fails to provide support for the production of monolayers that are free 
of all diffusive components that can relocate and destroy amplification accuracy, since the 
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monolayers produced by the disclosed methods inherently contain other diffusive components 
that can relocate and destroy amplification accuracy (e.g. ions, buffers, detergents, etc). Thus, 
the original disclosure does not provide adequate support for the requirement in independent 
claim 1 for the monolayers produced by the method to be free of diffusive components that can 
relocate and destroy amplification accuracy. Accordingly, claims 1,4-17, and 20-22 have been 
rejected under 35 U.S.C. 112, first paragraph for incorporating new matter. 



Response to Arguments 

6. As noted above, all of the previously made rejections have been withdrawn in view of the 
amendment. Accordingly, Applicant's arguments filed on April 6, 2009 have been considered, 
but they are moot in view of the new grounds of rejection presented above. 



Conclusion 

7. No claims are currently allowable. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ANGELA BERTAGNA whose telephone number is (571)272- 
8291 . The examiner can normally be reached on M-F, 7:30-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on 571-272-0782. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
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may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

amb 



/Kenneth R Horlick/ 

Primary Examiner, Art Unit 1637 



